
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www, uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/593,554 


06/14/2000 


STUART A. FRASER 


CF/006 


7904 



64558 7590 05/21/2007 

FISH & NEAVE IP GROUP 
ROPES & GRAY LLP 
1211 AVENUE OF THE AMERICAS 
NEW YORK, NY 10036-8704 



EXAMINER 



SUBRAMANIAN, NARA YANSWAMY 



ART UNIT 



3692 



PAPER NUMBER 



MAIL DATE 



05/21/2007 



DELIVERY MODE 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

09/593,554 


Applicant(s) 

FRASER ET AL 


PyamiriAr 

LAOII III ICI 

Narayanswamy Subramanian 


Art Unit 

3692 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 23 February 2007 . 
2a)Kl This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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5) Q Claim(s) is/are allowed. 
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7) D Claim(s) is/are objected to. . 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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Art Unit: 3692 

DETAILED ACTION 

1 . This office action is in response to applicants' communication filed on February 23, 
2007. Amendments to claims 16, 57, 67, 83, 97-101,103-108 and 1 10 have been entered. Claims 
16, 25, 26, 57, 59, 60, 67, 69, 70, 83, 85, 86 and 91-120 are pending in the application. Claims 
25, 26, 59, 60, 69, 70, 85, 86, 92, 93, 95, 96, 99-101, 106-108, 113-115 and 118-120 are 
withdrawn from consideration as being drawn to non-elected species. Claims 16, 57, 67, 83, 91, 
94, 97, 98, 102-105, 109-1 12, 116 and 117 have been examined. The rejections and response to 
arguments are stated below. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

3. Claims 16, 57, 67, 83, 91, 94 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 16, and 57 recite the limitations "qualifying the trader, based on the quantity of 
orders, for an incentive, in which the incentive provides the trader with a period of exclusivity 
during which only orders from the trader are processed; and processing orders placed by the 
trader in exclusion of other orders during the period of exclusivity". It is not clear if processing 
orders placed by the trader in exclusion of other orders during the period of exclusivity is done 
regardless of the outcome of the qualification step or if it is done based on the outcome of the 
qualification step. The scope of the claim is not clear when the trader does not qualify for the 
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incentive. Appropriate correction/clarification is required. Claims 91 and 94 are rejected by way 
of dependency on a rejected independent claim. 

Claims 67 and 83 recite the limitations "qualifying the trader, based on the quantity of 
orders, for an incentive, in which the incentive provides the trader with a period of priority 
during which orders place by the trader are processed in advance of other orders placed by other 
traders; and processing orders placed by the trader in advance of other orders during the period 
of priority". It is not clear if processing orders placed by the trader in advance of other orders 
during the period of priority is done regardless of the outcome of the qualification step or if it is 
done based on the outcome of the qualification step. The scope of the claim is not clear when the 
trader does not qualify for the incentive. Appropriate correction/clarification is required. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may. obtain a patent therefor, subject to the conditions 
and requirements of this title. 

5. Claims 97 5 98, 102-105, 109-112, 1 16 and 1 17 are rejected under 35 U.S.C. § 101 
because the claimed invention is directed to non-statutory Subject matter. 

35 USC 101 requires that in order to be patentable the invention must be a "new and 
useful process, machine, manufacture, or composition of matter, or any new and useful 
improvement thereof (emphasis added). 

Claims 97, 98, 102-105, 109-1 12, 1 16 and 1 17 are rejected under 35 U.S.C. § 101 for 
failing to produce useful, concrete and tangible result. Claims 97, 98, 102-105, 109-1 12, 116 and 
1 1 7 recite the step of "qualifying the trader for an incentive" that doesn't ensure anything real 
world, so it lacks tangibility. The description of the incentive (the incentive provides the trader 
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with a period of exclusivity during which orders from the trader are placed in advance of other 
trader's orders and a period of priority during which orders place by the trader are processed in 
advance of other orders placed by other traders) do not guarantee that a trade actually takes 
place. The steps of qualifying the trader for an incentive do not require a response. Arguably this 
is not useful, as merely qualifying the trader for an incentive doesn't yield anything specific and 
substantial. 

The Court of Appeals for the Federal Circuit issued opinions in State Street Bank & Trust 
Co. v. Signature Financial Group Inc., 149 F. 3d 1368, 47 USPQ2d 1596 (Fed. Cir. 1998) and 
AT&T Corp. v. Excel Communications, Inc., 172 F.3d 1352, 50 USPQ2d 1447 (Fed. Cir. 1999). 
These decisions explained that, to be eligible for patent protection, the claimed invention as a 
whole must accomplish a practical application. That is, it must produce a "useful, concrete and 
tangible result." State Street, 149 F.3d at 1373-74, 47 USPQ2d at 1601 02. To satisfy section 101 
requirements, the claim must be for a practical application of the § 101 judicial exception, which 
can be identified in various ways: (a) The claimed invention "transforms" an article or physical 
object to a different state or thing, (b) The claimed invention otherwise produces a useful, 
concrete and tangible result, based on the factors discussed below. 

The USPTO's official interpretation of the utility requirement provides that the utility of 
an invention has to be (i) specific, (ii) substantial and (iii) credible. See MPEP § 2107. 

The tangible requirement does require that the claim must recite more than a § 101 
judicial exception, in that the process claim must set forth a practical application of that § 101 
judicial exception to produce a real-world result. Benson , 409 U.S. at 71-72, 175 USPQ at 676- 
77 (invention ineligible because had "no substantial practical application"). The final step of 
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"qualifying the trader for an incentive" does not produce a real-world result. As discussed above 
the description of the incentive (the incentive provides the trader with a period of exclusivity 
during which orders from the trader are placed in advance of other trader's orders and a period of 
priority during which orders place by the trader are processed in advance of other orders placed 
by other traders) do not guarantee that a trade actually takes place or that the incentive is utilized. 
The steps of qualifying the trader for an incentive do not require a response. 

For an invention to produce a "concrete" result, the process must have a result that can be 
substantially repeatable or the process must substantially produce the same result again. In re 
Swartz, 232 F.3d 862, 864, 56 USPQ2d 1703, 1704 (Fed. Cir. 2000) (where asserted result 
produced by the claimed invention is "irreproducible" claim should be rejected under section 
101). The opposite of "concrete" is unrepeatable or unpredictable. 

There is no useful, concrete and tangible result produced from implementing the steps of 
the claimed invention. The dependent claims are rejected for the same reason and by way of 
dependency on a rejected independent claim. 

Response to Arguments 
6. Applicant's arguments with respect to pending claims have been considered but are moot 
in view of the new ground(s) of rejection. 
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Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dr. Narayanswamy Subramanian whose telephone number is 
(571) 272-6751. The examiner can normally be reached Monday-Thursday from 8:30 AM to 
7:00 PM. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached at (571) 272-6777. The fax number for Formal or 
Official faxes and Draft to the Patent Office is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PMR or Public PAIR. Status information for unpublished 
applications is available through Private PMR only. For more information about the PMR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

NlA^- — 

Dr. N. Subramanian 
Primary Examiner 
Art Unit 3692 



May 14, 2007 



